AMENDMENT UNDER 37 C.F.R. §1.116 Atty Dkt No. Q67505 

Appln No. 09/996,750 

REMARKS 

Claims 3-9 are all the claims pending in the application. 

In view of the Examiner's comment (see Office Action, paragraph 1), Applicant amends 
claim 7 explicitly to recite the feature of "error-retry" and "error-recovery". 

The Examiner maintains the rejections of claims 4, 5 and 7 under 35 U.S.C. § 102(e) as 
allegedly anticipated by Weisshaar et al. (Weisshaar), and of claims 3, 6, 8 and 9 under 35 
U.S.C. §103(a) as allegedly unpatentable over Weisshaar in view of Ben-Shachar et al. (Ben- 
Shachar). 

Applicant respectfully traverses these rejections as follows. 
With reeard to the Examiner's $102 rejection: 

Applicant's independent claims 4 and 5 provide service searching systems comprising 
unique combinations of features including, inter alia, when a wireless terminal device searches a 
wireless server device for the service through a master search service, communication between 
the wireless terminal device and the wireless server device is executed by being converted into a 
command and a parameter in which an amount of communication data is reduced (see Id.). 

Nowhere does Weisshaar disclose or suggest converting any of its communication into "a 
command and a parameter in which an amount of communication data is reduced", as required 
by AppHcant's claims 4 and 5. The Examiner alleges that Weisshaar discloses a service 
searching system where "communication between the wireless terminal device and the wireless 
server is executed by being converted into a command and a parameter (e.g., template, see col. 
18, line 20-24) in which, inherently, an amount of communication data is reduced (col. 19, lines 
25-28)" (Office Action, paragraph 3). Applicant respectfully disagrees. 
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In particular, the Examiner makes two assumptions which are not at all supported by 
Weisshaar: (1) that using Weisshaar's "template" corresponds to converting communication into 
a command and a parameter, and (2) that using Weisshaar's template "inherently" reduces an 
amount of communication data. 

Even if, assuming arguendo, using Weisshaar's "template" somehow corresponds to 

converting communication into a conmiand and a parameter, the Examiner's "inherency" 

argument remains unsupported. That is, in col. 19, lines 25-31 (cited by the Examiner and 

reproduced below in its entirety) Weisshaar discloses nothing more than a compatibility 

verification between look up service frontend and backend: 

If, however, a response is received, the remote lookup service frontend 
and remote lookup service backend exchange parameters and verify that 
they are compatible with one another. If so, the distributed remote lookup 
service frontend 261-263 is fully formed and is registered via arc 285 
through interface 270 with the remote lookup daemon 260. (Id., col. 19, 
lines 25-31.) 

Clearly, the Examiner's "inherency" argument is not supported by the prior art. See Tyler 
Refrigeration v. Kysor Industrial Corp ., 777 F.2d 687, 689 (Fed. Cir. 1985) ("A feature is 
inherent if it naturally occurs under the conditions set forth in the reference, even though the 
reference does not expressly mention the feature", emphasis added); see also Ex parte Levy, 17 
USPQ2d 1461, 1464 (Bd. Pat. App. & Int.) ("In relying upon theory of inherency, the examiner 
must provide a basis in fact and/or technical reasoning to reasonably support the determination 
that the allegedly inherent characteristic necessarily flows from the teachings of the applied prior 
art", original emphasis). 

Furthermore, claim 5 recites the feature of priority data, corresponding to each of at least 
one service object that is to be cached in the wireless terminal device, being generated on the 
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basis of at least one of necessity, importance and frequency in use of each of the at least one 
service object in the wireless terminal device (see Id.). The Examiner acknowledges that 
Weisshaar does not discloses such a feature (see Office Action, paragraph 5). 

Finally, claim 7 provides a service searching system comprising a unique combination of 
features including, inter alia, a wireless communication protocol between the wireless terminal 
device and the wireless server device implements a means for assuring communication quality in 
a wireless section as a protocol comprising at least one of error-retry and error-recovery (see Id.). 
The Examiner acknowledges that Weisshaar does not disclose such a feature (see Office Action, 
paragraph 1). 

Therefore, Applicant's claims 4, 5 and 7 are not anticipated by (i.e., are not readable on) 
Weisshaar at least for these reasons.- 

With regard to the Examiner's §103 rejection: 

Applicant's independent claims 3 and 8 provide service searching systems comprising 
unique combinations of features including, inter alia, generating priority data, corresponding to 
each of at least one service object that is to be cached in the wireless terminal device, on the 
basis of at least one of necessity, importance and frequency in use of each of the at least one 
service object in the wireless terminal device, wherein the priority data is related to each of the at 

- With regard to claim 7, the Examiner alleges that Ben-Shachar discloses the feature of "error-retry" or 
"error-recovery", citing col. 10, line 12 thereof. However, at col. 10, lines 3-15 Ben-Shachar discloses 
nothing more than an implementation where "clients do not have to perform the task of handling any 
errors encountered when executing the steps for obtaining a worker". In this regard, the Examiner is 
respectfully requested to explain with particularity how and why one skilled in the relevant art would 
have been motivated to modify Weisshaar to include this implementation of Ben-Shachar, and how 
such a combined teaching would be applicable to wireless communication protocol between the 
wireless terminal device and the wireless server device, as recited in Applicant's claim 7. 
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least one service object and cached together, and the priority data is updated according to use of 
the at least one service object (see Id.). 

The Examiner acknowledges that Weisshaar does not disclose such features, but alleges 
that Ben-Shachar supplies this acknowledged deficiency. Applicant respectfully disagrees. 

For example, contrary to the Examiner's analysis, Ben-Shachar does not disclose, teach 
or suggest updating priority data on the basis of use of an object. That is, nowhere does Ben- 
Shachar' s disclose, teach or suggest that either the "request priority", or the "worker priority", is 
updated after it has been assigned, let alone updated based on the use of either the request or the 
worker. On the contrary, Ben-Shachar simply discloses that "[w]hen the workers are moved 
from one queue to another, they are moved into the appropriate priority sub-queue" (see Id., col. 
26, lines 32-55). Clearly, moving the workers into appropriate priority sub-queues (based, for 
example, on the priority which has been assigned to the worker) has nothing to do with updating 
priority data on the basis of, for example, the use of the worker. 

Thus Applicant's independent claims 3 and 8, as well as the dependent claims 6 and 9 
(which incorporate all the novel and unobvious features of their base claim 3) would not have 
been obvious from any reasonable combination of Weisshaar and Ben-Shachar 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned attorney at the telephone number listed below. 
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The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfullysubmitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 

WASHINGTON OFTICE 

23373 

CUSTOMER NUMBER 




Stan Torgovitsky 
Registration No. 43,958 



Date: June 25, 2004 
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